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STEVEN D.A. McCARTHY, Administrative Patent Judges. 

McCARTHY, Administrative Patent Judge. 

DECISION ON APPEAL 



1 STATEMENT OF THE CASE 

2 The Appellant appeals under 35 U.S. C. § 134 from the Examiner's 

3 final decision rejecting claims 1, 2, 4-10, 13-15, 26-28, 34 and 35. The 

4 Examiner rejects under 35 U.S.C. § 103(a): 

5 claims 1, 2, 4, 5, 7-10, 15, 26-28, 34 and 35 as being 

6 unpatentable over Cox (US 6,652,579 B 1 , issued Nov. 25, 

7 2003), Garrison (US 6,520,984 B 1 , issued Feb. 1 8, 2003) and 
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1 Erbel (US 2004/01 16998 Al, publ. Jun. 17, 2004); 

2 claim 6 as being unpatentable over Cox, Garrison, Erbel 

3 and Barone (US 6,613,078 Bl, issued Sep. 2, 2003); 

4 claims 13 and 14 as being unpatentable over Cox, 

5 Garrison, Erbel and the Appellant's admissions ("the AAPA") 

6 that: 

7 "radiopacity may be provided by plating, painting, 

8 pressing, swaging or welding or 'any other suitable 

9 means known in the art'" (Ans. 11, citing Spec, 

10 para. [0045]) and 

1 1 "[o]ne of ordinary skill in the art at the time 

12 of the invention would recognize that radiopaque 

13 markers in the form of plated, coated, painted, 

14 swaged or welded radiopaque material have 

15 different characteristics" (Ans. 11, citing 

1 6 Amendment dated April 24, 2006 at 7); 

17 claims 1, 2, 4, 5, 7-10, 15, 26-28, 34 and 35 as being 

1 8 unpatentable over Wolinsky (US 6,730, 1 1 6 B 1 , issued May 4, 

19 2004), Burgermeister (US 6,790,227 B2, issued Sep. 14, 2004) 

20 and Erbel; 

2 1 claim 6 as being unpatentable over Wolinsky, 

22 Burgermeister, Erbel and Barone; and 

23 claims 13 and 14 as being unpatentable over Wolinsky, 

24 Burgermeister, Erbel and the AAPA. 
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1 The Examiner has withdrawn claims 16-18 and 22-25 from consideration. 

2 Claims 3,11, 12, 19-21, 29-33 and 36 are cancelled. We have jurisdiction 

3 under 35 U.S.C. § 6(b). 



4 We AFFIRM. 

5 Claim 1 is illustrative of the claims on appeal: 

6 1 . A medical device having a longitudinal axis, 

7 the device comprising: 

8 a first serpentine band and a second serpentine 

9 band adjacent thereto, 

10 each serpentine band formed of 

11 interconnected struts and having a 

12 distal end and a proximal end, 

13 each strut extending between a peak 

14 at the distal end of the serpentine band 

15 and a trough at the proximal end of 

1 6 the serpentine band, 

17 at least one of the struts being a special strut, 

18 each special strut having 

19 a first side with a first region of first 

20 curvature relative to the longitudinal 

21 axis and 

22 a second side with a second region of 

23 second curvature relative to the 

24 longitudinal axis, the first region 

25 opposite the second region, 

26 the first region curving in a direction 

27 opposite to the second region relative 

28 to the longitudinal axis of the device, 

29 each special strut having a radiopaque 

30 marker between the first and second regions, 

3 1 each special strut having 
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1 a plurality of interconnected struts 

2 adjacent the first side, the 

3 interconnected struts having curved 

4 regions which curve about the first 

5 region and 

6 a plurality of interconnected struts 

7 adjacent the second side, the 

8 interconnected struts having curved 

9 regions which curve about the second 

10 region, 

11 the first serpentine band connected to the second 

12 serpentine band by a connector which extends 

13 from one of the ends of the first serpentine band to 

14 one of the ends of the second serpentine band, 

15 at least one cover, the at least one cover on at least 

1 6 one region of the medical device, 

17 a plurality of the radiopaque markers 

1 8 marking the proximal end of the at least one 

19 region and 

20 a plurality of the radiopaque markers 

21 marking the distal end of the at least one 

22 region. 

23 

24 ISSUES 

25 The Appellant does not argue the rejection of claim 26 as 



26 unpatentable over Cox, Garrison and Erbel separately from the rejection of 

27 claim 1 over the same references, (see App. Br. 1 1 .) The Appellant argues 

28 the patentability of claims 2, 4, 5, 7-10, 15, 34 and 35 solely on the basis of 

29 their ultimate dependence from claim 1 and the patentability of claims 27 

30 and 28 solely on the basis of their ultimate dependence from claim 26. (See 

3 1 id.) Claim 1 is representative of all of these claims. The Appellant's only 
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1 reasonably specific allegation of error in the rejection of claim 6 as 

2 unpatentable over Cox, Garrison, Erbel and Barone is that the teachings of 

3 Barone fail to remedy perceived deficiencies in the combined teachings of 

4 Cox, Garrison and Erbel. The Appellant's only reasonably specific 

5 allegation of error in the rejection of claims 13 and 14 as unpatentable over 

6 Cox, Garrison, Erbel and AAPA is that the AAPA fails to remedy perceived 

7 deficiencies in the combined teachings of Cox, Garrison and Erbel. (App. 

8 Br. 17-18.) 



9 Only issues and findings of fact contested by the Appellant will be 

10 addressed. See Ex Parte Frye, 94 USPQ2d 1072, 1075-76 (BPAI 2010). 

1 1 This appeal turns on two issues: 

12 First, do the evidence and technical reasoning underlying 

13 the rejection of claim 1 as unpatentable over Cox, Garrison and 

14 Erbel adequately support the conclusion that the following 

15 would have been obvious: 

16 a medical device including a special strut having a 

17 radiopaque marker between first and second regions and 

18 also having a plurality of interconnected struts adjacent 

19 each side, the interconnected struts having curved regions 

20 which curve about the first and second regions of the 

21 special strut? (See App. Br. 9-10.) 

22 at least one cover on at least one region of the 

23 medical device; a plurality of the radiopaque markers 

24 marking the proximal end of the at least one region; and a 

25 plurality of the radiopaque markers marking the distal 

26 end of the at least one region? (See App. Br. 1 1 .) 
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1 Second, do the evidence and technical reasoning 

2 underlying the rejection of claim 1 as unpatentable over 

3 Wolinsky, Burgermeister and Erbel adequately support the 

4 conclusion that a medical device including a first serpentine 

5 band connected to a second serpentine band by a connector 

6 which extends from one of the ends of the first serpentine band 

7 to one of the ends of the second serpentine band would have 

8 been obvious? (See App. Br. 13-15.) 
9 

10 FINDINGS OF FACT 

1 1 The record supports the following findings of fact ("FF") by a 

12 preponderance of the evidence. 

13 1 . We adopt and incorporate by reference the Examiner's findings 

14 on page 3, line 12 through page 4, line 8 of the Answer. We also adopt and 

15 incorporate by reference the Examiner's findings at page 4, lines 1 1-15 of 

1 6 the Answer. 

17 2. Cox describes a stent 10 including a plurality of rings or 



18 serpentine bands 30. (Cox, col. 6, 11. 40-45.) Figures 6-8 of Cox indicate 

19 that the rings or serpentine bands 30 are formed from interconnected struts 

20 and connecting links 52, 54. Each ring or serpentine band 30 is connected to 

2 1 each adjacent ring or serpentine band by three connecting links 52, 54. Cox 

22 teaches that one of the three links is a high-mass link 54. (Cox, col. 6, 1. 65 

23 - col. 7, 1. 3.) The high mass links 54 include portions shaped as circular 

24 disks. (Cox, col. 7, 11. 17-19.) Figures 6 and 8 depict the struts adjacent to 

25 the high-mass links as having portions curved to avoid the circular disk- 

26 shaped portions of the high-mass links. 
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1 3. Cox teaches that the "stent's advantages are achieved by 

2 incorporating high metal mass density into portions of the stent such as into 

3 selected connecting links which possess sufficient mass to be readily visible 

4 using typical fluoroscopy procedures." (See Cox, col. 3, 11. 12-16 (italics 

5 added).) Cox describes an embodiment in which the high metal mass 

6 density is incorporated into high-mass links 54. Nevertheless, the Appellant 

7 fails to identify any passage of Cox criticizing or disparaging the 

8 incorporation of high metal mass density into struts. To the contrary, the 

9 Appellant states that Cox "is silent as to placing markers within a serpentine 

10 band as recited in claim 1." (Reply Br. 4.) 

11 4. Garrison teaches securing a graft in the form of a polymeric 

12 sleeve 13 to a stent 12 using expandable security rings 36,37. (Garrison, 

13 col. 2, 11. 6-10 and 33-35.) One expandable security ring 37, depicted in 

14 Figure 1 of Garrison, takes the form of a serpentine band 38. (Garrison, col. 

15 2, 11. 39-41.) One of the struts of the ring 37 includes an eyelet 42 bearing a 

16 radiopaque marker 41. (Garrison, col. 2, 11. 50-55.) Another expandable 

17 security ring 71, depicted in Figure 2 of Garrison, takes the form of two 

18 serpentine bands 76, 77 connected by links 78. (Garrison, col. 3, 11. 35-41.) 

19 One of the links of the ring 71 includes an eyelet 79 bearing a radiopaque 

20 marker 81. (Garrison, col. 3, 11. 37-41 and 44-45.) The expandable securing 

2 1 rings 3 7, 71 are designed to be crimped into place and then expand when the 

22 stent 12 is expanded. (Garrison, col. 2, 11. 39-41 and col. 3, 11. 41-44.) 

23 5. Erbel describes an endo vascular prosthesis 10 including a 

24 tubular wall 15. The tubular wall 15 includes a porous section 20 and a non- 
25 porous section 25. (Erbel, para. [0082].) The non-porous section 25 is 

26 formed from a sheet material attached to an otherwise tubular stent structure. 
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1 (Erbel, paras. [0086] and [0087].) Erbel teaches positioning sets of 

2 radiopaque markers 30, 35 at opposite ends of the sheet material to facilitate 

3 correct placement of the prosthesis 10 during implantation. (Erbel, para. 

4 [0090].) 

5 6. Wolinsky describes a stent having a hollow, cylindrical body 

6 made with a plurality of rings 20a-20c. Each ring 20a-20c includes an 

7 undulating series of peaks 22 and valleys 23 joined by substantially straight 

8 sections or struts 27. (Wolinsky, col. 6, 11. 40-45 and fig. 3.) 

9 7. Wolinsky teaches joining the rings 20a-20c together by a series 

10 of links 25. (Wolinsky, col. 6, 1. 26.) Wolinsky teaches providing inflection 

1 1 points 21 on the straight sections 27 of the rings 20a-20c substantially 

12 centered between the peaks 22 and the valleys 23. Each link 25 is joined at 

13 one end at an inflection point 21 on one ring 20a and is also joined at a 

14 second end at a second inflection point 21b on an adjacent ring 20b. 

15 (Wolinsky, col. 6, 11. 15-19 and 21-26.) 

16 8. Each inflection point 21 includes a portion which extends in a 

17 generally circumferential direction. (Wolinsky, col. 6, 11. 19-21.) In 

1 8 addition, each link 25 includes two sections oppositely curved with respect 

19 to the longitudinal direction. (Wolinsky, col. 6, 11. 26-31.) Wolinsky 

20 teaches that the structure of the stent promotes the tendency of the stent to 

21 flex longitudinally when the stent is subjected to bending forces such as 

22 those encountered during delivery of the stent through a tortuous coronary 

23 artery. (Wolinsky, col. 6, 11. 26-3 1 ; see also id., col. 4, 11. 33-5 1 .) 

24 9. Burgermeister describes a stent 200 containing relatively rigid 

25 sections R and relatively flexible, undulating longitudinal connectors 250. 

26 (Burgermeister, col. 6, 1. 64 - col. 7, 1. 2.) Figure 4A depicts the connectors 



8 



Appeal 2009-011044 
Application 10/063,937 

1 250 as connecting peaks of one ring to valleys of an adjacent ring. 

2 Burgermeister describes another stent 400 including relatively rigid sections 

3 R comprising radial struts 410. Figure 8 A of Burgermeister depicts the 

4 relatively flexible connector members 420 as being connected to the struts 

5 410 generally somewhere near the middle of the struts 410. (Burgermeister, 

6 col. 8,11. 31-41.) 

7 10. Figure 7 of Barone depicts a stent having two spaced-apart 

8 grafts or covers. (Barone, col. 7, 11. 15-29.) 
9 

10 ANALYSIS 

1 1 First Issue 

12 The Appellant contends that one of ordinary skill in the art familiar 

1 3 with the teachings of Cox and Garrison would not have had reason to 

14 position a radiopaque marker on a special strut of a stent rather than on a 

15 connecting link of the strut. (See App. Br. 9; Reply Br. 3.) Although Cox 

16 describes stents having radiopaque marking in the form of high mass 

17 connecting links 54, Cox's teachings appear to recognize the possibility of 

1 8 incorporating fluoroscopically opaque high metal mass density into other 

19 portions of a stent. (FF 3.) In particular, Cox does not mention, much less 

20 criticize or disparage, the incorporation of a radiopaque marker in a special 

2 1 strut in one of the rings or serpentine bands of a stent. (Id.) 

22 Garrison teaches two different expandable securing rings for securing 

23 a graft to a stent. Each of the securing rings includes one or more serpentine 

24 bands. One securing ring features an eyelet bearing a radiopaque marker 

25 positioned on a strut while the other securing ring features an eyelet bearing 

26 a radiopaque marker positioned on a link connecting two bands. (FF 1 and 
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1 4.) Although neither of the securing rings is a stent, the serpentine bands of 

2 the securing rings are structurally similar to the serpentine bands which 

3 might appear in a stent. Garrison teaches that the securing rings are 

4 functionally similar to stents insofar as the securing rings are designed to be 

5 crimped and then expanded in the same manner as a stent. (FF 4.) 

6 "[W]hen a patent claims a structure already known in the prior art that 

7 is altered by the mere substitution of one element for another known in the 

8 field, the combination must do more than yield a predictable result." KSR 

9 Int'l Co. v. Tele/lex, Inc., 550 U.S. 398, 416 (2007). Since the expandable 

10 securing rings described by Garrison are similar to the stents described by 

1 1 Cox, it would have been obvious to merely substitute a special strut with the 

12 shape of a circular disk having high metal mass density for a connecting link 

13 with a similar shape as depicted in Figures 6 and 8 of Cox. The Appellant 

14 offers no persuasive argument that the results of such a substitution would 

1 5 have been unpredictable. Neither does the Appellant persuasively argue that 

1 6 the substitution would have been beyond the level of ordinary skill in the art. 

17 The Appellant argues that the "Garrison marker is a small marker and 

18 it is not seen why any of the adjacent struts would have to be curved to 

19 accommodate it." (App. Br. 9.) Cox's markers, that is, the circular disk- 

20 shaped portions of Cox's high-mass connectors, appear significantly larger 

2 1 than Garrison's markers when compared to the configurations of their 

22 respective serpentine bands. This suggests that one of ordinary skill in the 

23 art seeking to replace a high metal mass density strut for a high-mass link in 

24 Cox's stent as depicted in Figure 6 would have confronted the problem of 

25 adjacent struts in the position to be occupied by the circular disk-shaped 

26 portion of the high metal mass density strut. Familiarity with Figures 6 and 
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1 8 of Cox would have suggested to one of ordinary skill in the art that 

2 providing adjacent links with curved portions would address this problem. 

3 (See FF 2.) 

4 Erbel teaches positioning a non-porous sheet material (e.g., graft) over 

5 a portion of a stent. Erbel additionally teaches placing a plurality of 

6 radiopaque markers to mark the proximal and distal ends of the sheet 

7 material in order to facilitate placement of the stent. (FF 5.) The Appellant 

8 does not appear to contest the Examiner's conclusion that it would have 

9 been obvious to position such a cover or sheet material on a stent such as 

10 Cox's. The Examiner correctly concluded (see Ans. 6) that it would have 

1 1 been obvious in view of the teachings of Erbel to incorporate radiopaque 

12 markers to mark the proximal and distal ends of the sheet material. When 

13 implementing these improvements, it would have been obvious to mark the 

14 proximal and distal ends of the sheet material in accordance with the 

1 5 combined teachings of Cox and Garrison, namely, by using suitably- 

1 6 positioned high metal mass density struts. 

17 We sustain the rejection of claims 1, 2, 4, 5, 7-10, 15, 26-28, 34 and 

18 35 under § 103(a) as being unpatentable over Cox, Garrison and Erbel. 

19 Having concluded that there is no deficiency in the teachings of these 

20 references, we also sustain the rejections of claim 6 as being unpatentable 

21 over Cox, Garrison, Erbel and Barone; and of claims 13 and 14 as being 

22 unpatentable over Cox, Garrison, Erbel and the AAPA. 
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1 Second Issue 

2 The Appellant contends that the Examiner has not provided reasoning 

3 with some rational underpinning sufficient to show that one of ordinary skill 

4 in the art would have had reason to combine the teachings of Wolinsky, 

5 Burgermeister and Erbel in the fashion claimed in claims 1 and 26. (App. 

6 Br. 13-14.) The Examiner concludes that it would have been obvious to 

7 substitute links connecting the proximal end of one ring with the distal end 

8 of another ring for the links described in Wolinsky because Burgermeister 

9 demonstrates that the two types of link connections are equivalent. (See 

10 Ans. 7-8 and 13-14.) Figure 4A of Burgermeister depicts a stent including 

1 1 links connecting the peaks of one ring with the troughs of another ring. 

12 Figure 8 A of Burgermeister depicts another stent including links connecting 

1 3 midpoints of links on one ring with midpoints of links on another ring. (FF 

14 10.) 

1 5 Nevertheless, the Examiner has not persuasively shown that the links 

1 6 and link connections of the stent of Figure 8 A of Burgermeister, much less 

17 those of Figure 4 A of Burgermeister, are equivalent to the links and link 

1 8 connections of the stent described by Wolinsky. In particular, the Examiner 

1 9 has not shown that the links and link connections of the stent either of Figure 

20 4A or of Figure 8A of Burgermeister promotes the tendency of the stent to 

2 1 flex longitudinally when the stent is subjected to bending forces such as 

22 those encountered during delivery of the stent through a tortuous coronary 

23 artery as do the links and link connections described by Wolinsky. 

24 The Examiner has not persuasively explained why one of ordinary 

25 skill in the art would have had reason to modify the stent described by 

26 Wolinsky so as to meet the limitations of claim 1 or claim 26. Neither has 
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1 the Examiner explained how the teachings of Erbel might remedy this 

2 deficiency in the combined teachings of Wolinsky and Burgermeister. We 

3 do not sustain the rejection of claims 1, 2, 4, 5, 7-10, 15, 26-28, 34 and 35 

4 under § 103(a) as being unpatentable over Wolinsky, Burgermeister and 

5 Erbel. 

6 The Examiner fails to explain how the teachings of Barone might 

7 remedy the deficiency in the combined teachings of Wolinsky, 

8 Burgermeister and Erbel for purposes of the rejection of claim 6. (See FF 

9 11.) We do not sustain the rejection of claim 6 under § 1 03(a) as being 

10 unpatentable over Wolinsky, Burgermeister, Erbel and Barone. Neither has 

1 1 the Examiner explained how the AAPA might remedy the deficiency in the 

12 combined teachings of Wolinsky, Burgermeister and Erbel for purposes of 

13 the rejection of claims 13 and 14. We do not sustain the rejection of claims 

14 13 and 14 under § 103(a) as being unpatentable over Wolinsky, 

1 5 Burgermeister, Erbel and the AAPA. 
16 



17 DECISION 

18 We AFFIRM the Examiner's decision rejecting claims 1, 2, 4-10, 13- 

19 15, 26-28, 34 and 35. 

20 No time period for taking any subsequent action in connection with 

2 1 this appeal may be extended under 37 C.F.R. § 1 . 1 36(a) (2007). 
22 

23 AFFIRMED 

24 
25 

26 Klh 
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